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TRADE MARKS ACT 1994 
IN THE MATTER OF APPLICATION NUMBER 2549968 
BY JETSKISAFARIS LIMITED 
TO REGISTER THE FOLLOWING TRADE MARK IN CLASS 41: 
 

 
 
 
Background 
 
1. On 11 June 2010, JETSKISAFARIS LIMITED ('the applicant') applied to register the trade 
mark shown above for the following services: 
 

Class 41: Provision of tutored and supervised Jet Ski excursions and Royal Yachting 
Association personal watercraft training. 

 
2. On 23 June 2010, the Intellectual Property Office ('IPO') issued an examination report in 
response to the application. In the report, an objection was raised under sections 3(1)(b) and 
(c) of the Trade Marks Act 1994 ('the Act'), on the basis that the mark consists exclusively of 
the words “JET SKI SAFARIS” (conjoined), being a sign which may serve in trade to 
designate the kind and intended purpose of the services e.g. provision of jet ski training and 
excursions (safaris). 
 
3. I note that the specification of services claimed contained the term ‘Royal Yachting 
Association’. This is something that should have been highlighted in the examination report 
because use of registered trade marks in specifications is not acceptable. The mark RYA, is 
a registered trade mark and a well known abbreviation for the Royal Yachting Association:  
this should have been flagged in the examination report. However, this is fairly academic in 
the wider context of the main issue of concern.  
 
4. On 24 June 2010, a hearing was requested by Mr David Ceaton, the company secretary 
of JETSKISAFARIS LIMITED. On 29 September 2010, prior to the hearing, Mr David Ceaton 
submitted exhibits showing how the mark is used in trade. He also submitted director’s 
reports, accounts for the year ended 2009, and accounts to 31 May 2010. At that hearing 
held on 5 October 2010, which was attended by both Mr David Ceaton and Mr Ross Ceaton, 
the company owner, the objection was maintained. After the hearing, further time was 
granted for Mr Ceaton to consider filing evidence of acquired distinctiveness. 
 
5. On 30 November 2010 such evidence  was submitted, but subsequently considered by 
the Registrar to be insufficient for proving acquired distinctiveness. On 10 January 2011, Mr 
Ceaton was advised in writing why the evidence was deficient, and was given a period of 
two months (until 10 March 2011) in which to respond. Mr Ceaton was also advised that if no 
reply was received by the due date, the application would be refused under the provisions of 
Section 37(4) of the Trade Marks Act 1994. 
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6. No further communication was received, and so on 18 May 2011 a formal notice of refusal 
was issued. On 6 June 2011, Mr Ceaton wrote to IPO stating that he wished to re-instate his 
application and appeal against my decision.  
 
7. On 15 June, Mr Ceaton was advised that if he wished to pursue his application, he would 
have to file both a retrospective extension of time request and also a request for a statement 
of grounds by 18 July 2011. In response, on 27 June 2011 Mr Ceaton duly filed a 
retrospective extension of time and form TM5 seeking a statement of reasons for the 
Registrar's decision.  
 
8. I am now asked under section 76 of the Trade marks Act 1994 and rule 69 of the Trade 
Marks Rules 2008, to state in writing the grounds of my decision and the materials used in 
arriving at it.  
 
The applicant's case for registration 
 
9. Prior to setting out the law in relation to Section 3(1)(b) and (c) of the Act, I must 
emphasise that the following decision will set out my reasons for maintaining the objection 
by reviewing and assessing the mark applied for. Prior to the refusal of the application, the 
only arguments put forward in support of prima facie acceptance were those made orally at 
the ex parte hearing on 5 October 2011. These arguments centred on the fact that the term 
‘safari’ had been chosen because it evoked adventure; that the words are conjoined; and 
that there is some stylisation within the mark. Mr Ceaton submitted that he first coined the 
term, and that third parties are now infringing his mark.  
 
10. I have noted the fact that in his letter of 6 June 2011, Mr Ceaton made reference to the 
mark “Waverunner Safaris”, which had been previously accepted by IPO, and note that 
much of his claim regarding alleged distinctiveness has been based upon the putative 
precedent set by this acceptance. Whilst I acknowledge Mr Ceaton’s submissions, I have 
maintained the objection by assessing the mark applied for, rather than by comparing its 
relative merits against other accepted marks.  It is now trite law that “state of the Register” 
evidence has limited value in relation to the examination of current trade mark applications: 
 

"Both sides invited me to have regard to the state of the register. Some traders have 
registered marks consisting of or incorporating the word "Treat". I do not think this 
assists the factual enquiry one way or the other, save perhaps to confirm that this is 
the sort of word in which traders would like a monopoly. In particular the state of the 
register does not tell you what is actually happening out in the market and in any event 
one has no idea what the circumstances were which led the registrar to put the marks 
concerned on the register. It has long been held under the old Act that comparison 
with other marks on the register is in principle irrelevant when considering a particular 
mark tendered for registration, see e.g. MADAME Trade Mark and the same must be 
true under the 1994 Act. I disregard the state of the register evidence”. (Jacob J in 
British Sugar [1996] RPC 281 at 305) 
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Decision 
 
11. Section 3(1) of the Act reads as follows: 
 
“3.-(1) The following shall not be registered – 
 
 (a) ... 
 
 (b) trade marks which are devoid of any distinctive character, 
 
 (c) trade marks which consist exclusively of signs or indications which may serve, in 

trade, to designate the kind, quality, quantity, intended purpose, value, geographical 
origin, the time of production of goods or of rendering of services, or other 
characteristics of goods or services,  

 
 (d) ... 
 
 Provided that, a trade mark shall not be refused registration by virtue of paragraph (b), 

(c) or (d) above if, before the date of application for registration, it has in fact acquired 
a distinctive character as a result of the use made of it.” 

 
The above provisions mirror Article 3(1)(b) and (c) of First Council Directive 89/104 of 21 
December 1988. The proviso to Section 3 is based on the equivalent provision of Article 
3(3). 
 
Decision - Section 3(1)(c) 
 
12. In JanSport Apparel Corp v Office for Harmonisation in the Internal Market (Case T-
80/07) the General Court gave a helpful summary of the considerations to be taken into 
account in relation to Article 7(1)(c) of the regulation, the equivalent of section 3(1)(c) of the 
Act: 
 
 "18. Under Article 7(1)(c) of Regulation No 40/94, ‘trade marks which consist 

exclusively of signs or indications which may serve, in trade, to designate the kind, 
quality, quantity, intended purpose, value, geographical origin or the time of production 
of the goods or of rendering of the service, or other characteristics of the goods or 
service’ are not to be registered.  … 

  
19. By prohibiting the registration of such signs, that article pursues an aim which is in 
the public interest, namely that descriptive signs or indications relating to the 
characteristics of goods or services in respect of which registration is sought may be 
freely used by all. That provision accordingly prevents such signs and indications from 
being reserved to one undertaking alone because they have been registered as trade 
marks (Case C-191/01 P OHIM v Wrigley [2003] ECR I-12447, paragraph 31). 

 
 20. Furthermore, the signs covered by Article 7(1)(c) of Regulation No 40/94 are signs 

regarded as incapable of performing the essential function of a trade mark, namely 
that of identifying the commercial origin of the goods or services, thus enabling the 
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consumer who acquired the product or service to repeat the experience, if it proves to 
be positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent 
acquisition (Case T-219/00 Ellos v OHIM (ELLOS) [2002] ECR II-753, paragraph 28, 
and Case T-348/02 Quick v OHIM (Quick) [2003] ECR II-5071, paragraph 28). 

 
 21. The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are 

thus only those which may serve in normal usage from a consumer’s point of view to 
designate, either directly or by reference to one of their essential characteristics, goods 
or services such as those in respect of which registration is sought (see the judgment 
of 9 July 2008 in Case T-323/05 Coffee Store v OHIM (THE COFFEE STORE), not 
published in the ECR, paragraph 31 and the case-law cited). Accordingly, a sign’s 
descriptiveness can only be assessed by reference to the goods or services 
concerned and to the way in which it is understood by the relevant public (Case T-
322/03 Telefon & Buch v OHIM– Herold Business Data (WEISSE SEITEN) [2006] 
ECR II-835, paragraph 90). 

 
 22. It follows that, for a sign to be caught by the prohibition set out in that provision, 

there must be a sufficiently direct and specific relationship between the sign and the 
goods and services in question to enable the public concerned immediately to 
perceive, without further thought, a description of the goods and services in question 
or one of their characteristics (see Case T-19/04 Metso Paper Automation v 
OHIM(PAPERLAB) [2005] ECR II-2383, paragraph 25 and the case-law cited). 

 
 23. It must finally be pointed out that the criteria established by the case law for the 

purpose of determining whether a word mark composed of several word elements is 
descriptive or not are identical to those applied in the case of a word mark containing 
only a single element (Case T-28/06 RheinfelsQuellen H. Hövelmann v OHIM (VOM 
URSPRUNG HER VOLLKOMMEN) [2007] ECR II- 4413, paragraph 21).” 

 
13. Furthermore, in Case C-363/99 Koninklijke KPN Nederland NV and Benelux-
Merkenbureau, C-363/99 (Postkantoor), the Court of Justice of the European Union stated: 
 
 “98. As a general rule, a mere combination of elements, each of which is descriptive of 

characteristics of the goods or services in respect of which registration is sought, itself 
remains descriptive of those characteristics for the purposes of Article 3(1)(c) of the 
Directive. Merely bringing those elements together without introducing any unusual 
variations, in particular as to syntax or meaning, cannot result in anything other than a 
mark consisting exclusively of signs or indications which may serve, in trade, to 
designate characteristics of the goods or services concerned… 

 
 102. It is also irrelevant whether the characteristics of the goods or services which may 

be the subject of the description are commercially essential or merely ancillary. The 
wording of Article 3(1)(c) of the Directive does not draw any distinction by reference to 
the characteristics which may be designated by the signs or indications of which the 
mark consists. In fact, in the light of the public interest underlying the provision, any 
undertaking must be able freely to use such signs and indications to describe any 
characteristic whatsoever of its own goods, irrespective of how significant the 
characteristic may be commercially.” 
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14. Section 3(1)(c) of the Act excludes signs which may serve, in trade, to designate the kind 
of services or other characteristics of the services. It follows that in order to decide this issue 
it must first be determined whether the mark designates a characteristic of the services in 
question. The services at issue are ‘Provision of tutored and supervised jet ski excursions 
and Royal Yachting Association personal water craft training” in Class 41. At hearing, Mr 
Ceaton elaborated that the undertaking does not merely provide jet ski hire, but rather 
instructive and experience based trips. In relation to identifying the relevant consumer, it is 
reasonable to assume that the services claimed will be used by the general public, including 
consumers on holiday seeking adventure, and also consumers wishing to undertake water 
craft training. Whilst I consider that the services are likely to be directed to the general 
public, including in that description all non-specialists extending from the complete novice to 
more experienced jet ski riders, the specification also reflects services directed towards a 
more specialist consumer base. The reference to “Royal Yachting Association personal 
watercraft training” would include consumers who are seeking some sort of certification of 
their training as opposed to those merely seeking a holiday “adventure out on the water”. 
 
15. This is a wide spectrum of consumer.  On balance, therefore, when assessing 
consumers' perception of the sign, in respect of all the terms claimed, I have assumed that 
the average consumer will apply a moderate level of attention. 
 
The Mark  
 
16. Although it is paramount that any assessment of distinctiveness takes into account the 
mark's totality, it is also useful to first analyse the mark by reference to its constituent parts. 
 
17. The mark applied for, it consists of the sign 'JETSKISAFARIS', presented in a stylised 
font. The words within the mark are defined in Chambers 21st Century Dictionary as 
meaning: 
 
 Jet-ski; noun a powered craft, similar to a motorbike, adapted for skimming across 

water on a ski-like keel. 
 
 Safari; noun an expedition or tour to hunt or observe wild animals, especially in Africa 

on safari. 
 
18. In determining the mark’s suitability for acceptance and registration under section 
3(1)(c), the Registrar is obliged to consider the semantic content of the sign and consider, in 
the context of the services claimed, whether or not the relevant consumer is likely to 
perceive it as being a denotation of a particular characteristic. Both of the above dictionary 
definitions demonstrate that the sign 'jet ski safaris' not only possesses a consistent and 
recognisable meaning likely to be understood by the average English speaking consumer, 
but also that it is suitability apt to act as descriptor of the services covered by the application. 
Given these dictionary definitions, the Registrar finds it likely that the relevant consumer 
would recognise the sign as conveying a particular message, and that the message 
conveyed would be understood as having a functional (rather than “supplier-identifying”) role 
to play in respect of the services it is used upon. 
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19. For the services covered by the application, the section 3(1)(c) objection is based on the 
premise that the term ‘jetskisafaris’,  when used in respect of jet ski excursions and 
watercraft training, would be understood as reference to the kind of the services, i.e. an 
expedition or tour which takes place on a jet ski. Whilst I note that the definition of the word 
‘safari’ is defined as meaning ‘an expedition or tour to hunt or observe wild animals, 
especially in Africa on safari, and might seem unusual in relation to activities on water, I see 
no reason why the meaning of the word could not extend to an expedition or tour around the 
British coastline or similarly an expedition or tour of waterways or lakes in the UK. It seems 
to me that the term ‘jet ski safaris’ would serve to designate the kind of services claimed.  
 
20, I am strengthened in this finding, given evidence of the use of the term.  For example, it 
is helpful to consider how the applicant describes his own services. The following is taken 
from the applicant’s web site at www.jetskisafaris.co.uk (Annex 1) and explains what a ‘jetski 
safari’ is; 
 
 So what is a Jetski Safari? 
 A Jetski Safari is an experience in which you will receive a safety briefing and 

instruction from a Qualified Personal Watercraft instructor before being taken to the 
water on your very own Jetski with no prior experience needed. Once on the water the 
Instructor will give you further guidance to get you comfortable with both driving the 
Jetski and your aqua surroundings. Once comfortable and feeling in control of the 
jetskis you will be led on a guided safari, during which you will experience the 
performance of our watercraft both within Poole Harbour and out on the open sea, 
along the stunning Jurassic Coastline. 

 
I think that the above reinforces the clear descriptive message conveyed by the term.  
 
21. In support of this, I refer to the four Internet pages attached as Annexes to this decision. 
The first four references (Annexes 2, 3,4 and 5), , all show use of the sign designating 
safaris available on a jet ski and which are available in the UK. The fifth and sixth 
references, (Annexes 6 and 7), show use of the term in relation to jet ski safaris which are 
available in Fuerteventura and Malta and which are targeted at consumers in the UK wishing 
to holiday abroad. I also consider that the word ‘safari’ is now used in a far more general 
sense as meaning a journey of some sort. To support my finding I refer to instances of use 
of the word in the context of a ‘Greek island safari culinary tour’, (Annex 8), a ‘literary safari’ 
(Annex 9), a ‘musical safari’ (Annex 10) and also a ‘Scottish football safari’ (Annex 11). 
These are a small sample of references, illustrating how  the word ‘safari’ is used to describe 
a ‘journey’ and which support my view that the term is no longer exclusively used in its more 
traditional sense.  
 
22. Regarding the stylisation within the sign, the criteria for accepting this mark seems 
equitable to those conditions set out in Hormel Foods Corp v Antilles Landscape 
Investments NV (‘Spambuster’ 2005 RPC 28) where Richard Arnold QC stated at paragraph 
148 that: 
 

”… despite the fact that a mark may consist of a particular visual representation of the 
prohibited sign out of the many possible visual representations, that mark still remains 
wholly descriptive”.  

http://www.jetskisafaris.co.uk/�
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At paragraph 150 of the decision, Mr Arnold went on to say that: 
 

“… the test under section 3(1)(c) is whether the mark propounded for registration 
consists of one or more descriptive signs. If it does then registration is precluded in the 
public interest. If the mark is not a word per se then the question is whether or not the 
visual elements take the sign out of the realms of section 3(1)(c)”.  

 
I appreciate that the mark filed has a particular visual presentation primarily consisting of 
black wavy stripes positioned across the latter part of the sign. This creates an impression of 
zebra-like print and is something which I do not consider to be arbitrary or unusual. In my 
mind, the zebra-type pattern is something that would be commonly associated with a safari. 
Whilst I accept that consumers would not expect to see zebras whilst on a jet ski, I find that 
this element of visual presentation has such little effect, that the mark in totality is unlikely to 
be seen as anything other than a wholly descriptive message. 
 
23. To my mind, the zebra-like design emblazoned across the word safari does nothing more 
than reinforce the descriptiveness of the words. I refer to the comments of Mr Geoffrey 
Hobbs QC who, sitting as the Appointed Person in Quick Wash Action [BL O/205/04], stated 
the following: 
 
 "I do not think that the hearing officer was guilty of excision or dismemberment in his 

assessment of the present mark. Devices can be distinctive or nondistinctive, just like 
any other kind of sign. What matters are the perceptions and recollections that the sign 
in question is likely to trigger in the mind of the average consumer of the goods 
concerned and whether they would be origin specific or origin neutral. 

 
 I think that the verbal elements of the mark I am considering speak loud and clear. It 

seems to me that the message they convey is origin neutral. The artistic presentation 
neatly and skilfully builds upon and reinforces the origin neutral message in a way that 
makes it even more effective than the words alone might have been for that purpose. I 
think that the net result is a well executed, artistically pleasing, origin neutral device". 

 
24. As with the Quick Wash Action mark, the term ‘jet ski safari’ appears to speak equally as 
clear and equally as loud when used in respect of services for that provide jet ski excursions 
and training. I also believe that the zebra-like stylisation within the sign utilises elements of 
"artistic presentation" as referred to by Mr Hobbs QC in his decision on that earlier mark. At 
this point, it is important to emphasise that artistic presentation does not necessarily equate 
to inherent distinctiveness – particularly where figurative elements only serve to reinforce a 
more literal message being simultaneously conveyed by textual elements contained within 
the same mark. In the case under consideration, it appears clear to me that the stylisation 
within the sign is not something that has been chosen arbitrarily - a factor which is relevant 
to the assessment of the mark's distinctive character, as confirmed by Mr Richard Arnold 
QC sitting as the Appointed Person in case Sun Ripened Tobacco BL O-2008-08.  
 
25. Having found that the marks are to be excluded from registration by section 3(1)(c) of the 
Act, that effectively ends the matter. However, in case I am found to be wrong in this 
decision, I will go on to determine the matter under section 3(1)(b). 
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Section 3(1)(b) 
 
26. In relation to section 3(1)(b) it was held in Postkantoor that: 
 
 “86. In particular, a word mark which is descriptive of characteristics of goods or 

services for the purposes of Article 3(1)(c) of the Directive is, on that account, 
necessarily devoid of any distinctive character with regard to the same goods or 
services within the meaning of Article 3(1)(b) of the Directive. A mark may nonetheless 
be devoid of any distinctive character in relation to goods or services for reasons other 
than the fact that it may be descriptive.” 

 
27. I approach this ground of objection on the basis of the following principles derived from 
the ECJ cases referred to below:  
 
 • an objection under Section 3(1)(b) operates independently of objections under 

section 3(1)(c) – (Linde AG (and others) v Deutsches Patent-und Markenamt, Joined 
Cases C-53/01 to C-55/01, paragraphs 67 to 68); 

 
 • for a mark to possess a distinctive character it must identify the product (or service) in 

respect of which registration is applied for as originating from a particular undertaking 
and thus to distinguish that product (or service) from the products (or services) of other 
undertakings (Linde paragraphs 40-41 and 47); 

 
 • a mark may be devoid of distinctive character in relation to goods or services for 

reasons other than the fact that it may be descriptive (Postkantoor paragraph 86); 
 
 • a trade mark’s distinctiveness is not to be considered in the abstract but rather by 

reference to the goods or services in respect of which registration is sought and by 
reference to the relevant public’s perception of that mark (Libertel Group BV v Benelux 
Merkenbureau, Case C-104/01 paragraphs 72-77); 

 
• the relevant public must be deemed to be composed of the average consumer who is 
reasonably well-informed and reasonably observant and circumspect (Libertel 
paragraph 46 referring to Case C-342/97 Lloyd Schuhfabrik Meyer). 

 
28. The specific services claimed in Class 41 are in relation to the ‘Provision of tutored and 
supervised jet ski excursions and Royal Yachting Association Personal Watercraft training’ 
and the mark when used in relation to these services gives a direct message to the average 
consumer that excursions and training relate to jet ski expeditions. I do not feel that the mark 
possesses the inherent capability to distinguish one trader’s services from another as 
required under section 3(1)(b) of the Act. The sign is unlikely to be perceived as originating 
from a single undertaking because of its direct association with the services being offered. 
 
29.  This is essentially the same objection as that under set out under section 3(1)(c).  Given 
the presence of the decorative element in the sign – that is, the zebra-like strips I have 
referred to previously – I gave some consideration to whether an objection under section 
3(1)(b) was more appropriate, particularly following the finding of the Appointed Person in 
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Coca Cola v Pepsi BL O-246-09 (ZERO).  However, is seems to me that the distinction 
between these two provisions in that decision was based on finding the sign there was a 
device mark not exclusively composed of ‘descriptive’ elements (see paragraph 35 in 
ZERO).  Here the mark in suit is much more of a variation to a very standard font by the 
addition of matter that, as I have already discussed, is not arbitrary and, in the totality of the 
mark as a whole, amounts to no more than a description.    
 
EVIDENCE OF USE 
 
30. The evidence of use submitted on 30 November 2010 consists of one Witness 
Statement from Ross Ceaton, Managing Director of Jet Ski Safaris, together with supporting 
exhibits. Mr Ceaton declared that the mark was first used in the United Kingdom in March 
2008 in relation to “Provision of tutored jet ski excursions and Royal Yachting Association 
approved personal watercraft training”. Turnover and advertising figures for the period 2008 
to 31 October 2010 are set out below: 
 
TURNOVER ADVERTISING 
Calendar year 2008 - £19,885 Calendar year 2008 -£1,803 
Calendar year 2009- £64,827 Calendar year 2009-£2,792  
5 months to 31 May 2010- £24,910 5 months to 31 May 2010- £1,763 
10 months to 31 October 2010- £91,853 10 months to 31 October 2010-£4,667  
 
Because of the seasonal nature of the business, the turnover and advertising for the 10 
months ended 31 October 2010, which includes the 5 month period post the date of 
application, has been provided, to give a more comparative figure. 
 
31. The exhibits submitted with the witness statement are summarised below; 
 
 • Exhibit 1 consists of a single advertisement in the Poole Tourist Guide which is 

undated. There is no information regarding the number of tourist guides published or 
distributed. In view of the title of the guide and in the absence of further knowledge, I 
think it is fair and reasonable to assume that these guides are largely distributed in 
Dorset, particularly in Poole.   

 
 • Exhibit 2 is an extract from the Bay View Magazine. I believe this is a community 

network magazine targeted at residents in the local Dorset community. There is a 
single advert and again, in the absence of further information such as the distribution 
figures of this publication, I am unable to establish what exposure this advertisement 
would have received. Furthermore, given the nature of the publication and its target 
audience, it would appear that any exposure the publication may have received would 
have again been limited to Dorset. The publication is undated and in my view is of very 
limited support to the application.   

 
 • Exhibit 3 consists of a flyer included in an ‘Into The Blue’ leaflet. From my own 

research, ‘Into The Blue’ appears to be a website specialising in experience days and 
gifts. Regarding this flyer, the witness statement does not provide any details of where 
the flyer would have been distributed, nor indicates how many copies of the flyers were 



12 
 

distributed. The flyer and leaflet is undated and again, in my view, is of little assistance 
in demonstrating acquired distinctiveness.  

 
 • Exhibits 4 and 5 are articles from Jet Skier & PW Magazine and Coast magazine. 

These are dated September 2009 and November 2009 respectively. The witness 
statement does not provide any indication of the circulation figures of the magazines 
and I also note that the exhibits have been taken from web sites. If these are online 
versions of the magazines, I have not been provided with details regarding the 
subscription figures of these magazines. Consequently I consider that these exhibits 
do not assist greatly demonstrating the exposure the sign may have received. 

 
 • Exhibit 6 consists of the applicant’s advertising leaflets, but again in the absence of 

any indication of where these leaflets have been distributed, it is not possible to gauge 
what exposure they have received. Again the leaflets are undated and are of limited 
assistance in demonstrating that the applicant has educated consumers that the sign 
is a trade mark.  

 
 • Exhibits 7, 8 and 9 provide statistics relating to the number of hits to the applicant’s 

website at www.jetskisafaris.co.uk. The statistics also provide data relating to the 
geographical areas where the hits have originated. The total number of hits amount to 
37,086 for the period 25 May 2008-19 October 2010. The geographical spread of hits 
covers major towns and cities which are listed in the exhibit. A higher percentage of 
hits understandably originate in the south east, with the majority emanating from the 
southern part of the UK. There are noticeably very few hits in Wales and very few hits 
in northern England or Scotland. In relation to this exhibit, it is not possible to ascertain 
how many hits occurred prior to the date of application.   

 
32. The question to be determined is whether, through the use made of it, the sign applied 
for has acquired a distinctive character in respect of the goods for which registration is 
sought. In doing so, this question must be asked through the eyes of the average consumer 
who is reasonably well informed and reasonably observant and circumspect (Libertel 
paragraph 46 referring to Case C-342/97 Lloyd Schuhfabrik Meyer). In this case, at 
paragraph 11, we have identified the average consumer as being the general public. 
 
33. The key authority for acquired distinctiveness is Windsurfing Chiemsee Produktions Und 
Vertriebs GMBH v. Boots-Und Segelzubehor Wlater Huber (C109/97) [1999] E.T.M.R. 585 at 
46 and the relevant test, which is set out in the second emboldened answer following 
paragraph 55, is: 
 
 “2. The first sentence of Article 3(3) of the First Directive 89/104/EEC is to be 

interpreted as meaning that: 
 
 - a trade mark acquires distinctive character following the use which has been made of 

it where the mark has come to identify the product in respect of which registration is 
applied for as originating from a particular undertaking and thus to distinguish that 
product from goods of other undertakings; 

 

http://www.jetskisafaris.co.uk/�
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 - it precludes differentiation as regards distinctiveness by reference to the perceived 
importance of keeping the geographical name available for use by other undertakings: 

 
 - in determining whether a trade mark has acquired distinctive character following the 

use which has been made of it, the competent authority must make an overall 
assessment of the evidence that the mark has come to identify the product concerned 
as originating from a particular undertaking and thus to distinguish that product from 
goods of other undertakings; 

 
 -If the competent authority finds that a significant proportion of the relevant class of 

persons identify goods as originating from a particular undertaking because of the 
trade mark, it must hold the requirement for registering the mark to be satisfied; 

 
 - where the competent authority has particular difficulty in assessing the distinctive 

character of the mark in respect of which registration is applied for, Community law 
does not preclude it from having recourse, under the conditions laid down by its 
national law, to an opinion poll as guidance for its judgment.” 

 
34. Taking into account all the information in the witness statements and exhibits, I do not 
consider that, at the time of application, the evidence shows that the mark has become 
distinctive because of the use made of it.  In order to find that a mark has become distinctive 
through use, case law guides us (see paragraph 27 above) that: 
 

“If the competent authority finds that a significant proportion of the relevant class of 
persons identify goods as originating from a particular undertaking because of the 
trade mark, it must hold the requirement for registering the mark to be satisfied”..   

 
I consider the applicant has failed to do this. 
 
35. Regarding the exposure the mark has received, there is little evidence to suggest that 
the mark has received widespread exposure throughout the UK. In this respect I must take 
into account the ECJ decision in Bovemj Verzekeringen NV v Benelux Merkenbureau (Case 
C-108/05) where it was held that a trade mark may be registered on the basis of acquired 
distinctiveness “only if it is proven that the trade mark has acquired distinctive character 
through use throughout the territory of a member state.”. It is clear from the evidence that the 
mark had not gained a distinctive character from the use made of it throughout the UK, or to 
a significant proportion of the average consumer. Exhibits 1, 2 and 3 amount to three 
instances of use of the sign, and two of them are undated. There is no information regarding 
the number of tourist guides, magazines or flyers distributed or where these have been 
distributed. Consequently these are of little assistance in demonstrating acquired 
distinctiveness.  Also, regarding Exhibit 1 and 2, these would appear to be largely targeted at 
consumers in Dorset and have would receive limited exposure in other areas in the UK.  In 
view of these very limited number and instances of advertisements I can conclude that there 
has not been any national advertising of the sign.  
 
36. The same can be said in respect of Exhibits 4 and 5. These are journalistic articles from 
Jet Skier & PW Magazine and Coast magazine and again the witness statement does not 
provide any indication of the circulation figures of both magazines. Regarding Exhibit 6, 
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whilst this confirms that the applicant produces advertising literature, the witness statement 
fails to confirm where this literature is displayed or disseminated.  
 
37. The services generally appear to be available through the applicant’s web site. 
Regarding this medium, the applicant has provided an analysis of statistical data showing 
the number of hits to the website and the geographical spread of where these hits have 
come from. In my view, the territorial hits confirm that there have been very few enquiries 
from potential consumers in the north of England and similarly very few hits from Wales. The 
statistics confirm that the majority of hits emanate from the south of England and more 
specifically are far more prolific in the south east of England. Regarding the number of hits 
over the period which equates to two years, five months, I do not consider that the figure of 
37,086 is particularly high.  
 
38. Regarding the period of use, the applicant has been using the sign since March 2008 
which is approximately two years and three months prior to the date of application. As some 
of the exhibits are undated, they are not helpful in determining whether they relate to use 
prior to the date of filing.  In respect of the turnover and advertising figures I do not consider 
that these are particularly high.  
 
39. The witness statement does not provide any indication of the applicant’s market share. In 
order to help gauge the extent to which consumers have been educated that the sign is a 
trade mark it is necessary to have some idea of the market share held by the applicant under 
the mark applied for. Taking into account the advice given in relevant case law such as 
Windsurfing and Bovemj, and all the documents and exhibits filed, I consider the evidence 
has failed to show that, at the date of application, the average consumer had been educated 
into seeing the sign as indicating the trade origin of the services. The mark is therefore 
excluded from acceptance under section 3(1)(b) and (c). 
 
Conclusion 
 
40. In this decision, I have considered all documents filed by the applicant/agent and all 
arguments submitted to me in relation to this application. Having done so, and for the 
reasons given above, the application is refused because it fails to qualify under sections 
3(1)(b) and (c) of the Act. 
 
Dated this 15th day of November 2011 
 
 
 
 
Bridget Whatmough 
For the Registrar 
The Comptroller-General 
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Annex 1 
 
Website found www.jetskisafaris.co.uk 
 

 

http://www.jetskisafaris.co.uk/�
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Annex 2 
 
Website found at www.visittenby.co.uk 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://www.visittenby.co.uk/�
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Annex 3 
 
Website found at www.cornwallwaverunnersafaris.co.uk 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://www.cornwallwaverunnersafaris.co.uk/�
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Annex 4 
 
Website found at www.solentboatcharters.co.uk 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://www.solentboatcharters.co.uk/�
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Annex 5 
 
Website found at www.activitywales.com 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://www.activitywales.com/�
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Annex 6 
 
Website found at www.isango.com 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://www.isango.com/�
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Annex 7 
 
Website found at http://holidays.easyjet.com/all-inclusive/malta-all-inclusive-
holidays.htm 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://holidays.easyjet.com/all-inclusive/malta-all-inclusive-holidays.htm�
http://holidays.easyjet.com/all-inclusive/malta-all-inclusive-holidays.htm�
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Annex 8 
 
Website found at http://busywalkers.posterous.com/greek-island-safari-2011-culinary-tour 
 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://busywalkers.posterous.com/greek-island-safari-2011-culinary-tour�
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Annex 9 
 
Website found at http://www.pen.org/viewmedia.php/prmMID/5703/prmID/2126 
 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://www.pen.org/viewmedia.php/prmMID/5703/prmID/2126�
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Annex 10 
 
Website found at http://arresteddevelopmentmusic.com/musical-safari/ 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

http://arresteddevelopmentmusic.com/musical-safari/�
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Annex 11 
 
Website found at http://www.amazon.co.uk/Hunting-Grounds-Scottish-
Football-Safari/dp/1841587354 
 

 
 
 

http://www.amazon.co.uk/Hunting-Grounds-Scottish-Football-Safari/dp/1841587354�
http://www.amazon.co.uk/Hunting-Grounds-Scottish-Football-Safari/dp/1841587354�

