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Background and pleadings

1. LOVE WHERE YOU LIVE is a registered trade mark in classes 20 and 35, owned
by Varnish Bidco Limited (“the proprietor”). It was filed on 5 May 2004 and
completed its registration procedure on 17 June 2005. On 31 July 2015, GT Global
Trademarks AG (“the applicant”) applied to revoke the registration under section
46(1)(b) of the Trade Marks Act 1994 (“the Act”) on the grounds that it had not been
put to genuine use between 24 July 2010 and 23 July 2015. The effective date of
revocation claimed is 24 July 2015. The TM26(N) (the statutory application form)
states that the applicant notified the proprietor on 23 July 2015 that the application to

revoke the mark would be made.

2. The proprietor filed a defence and counterstatement in which it states that the
mark is and was, at all material times, being used by the proprietor or with its
consent, “such use having commenced or resumed before the date on which an
application for revocation was made and preparations for the said commencement or
resumption of use having begun before the Proprietor became aware that an

application might be made for the purposes of Section 46(3) of the Act.”

3. The applicant had also filed a trade mark application for the mark HARVEYS
LOVE WHERE YOU LIVE on 23 July 2015, in classes 20, 24, 27 and 35, published
on 23 October 2015. The proprietor opposes the application under section 5(2)(b) of
the Act, claiming a likelihood of confusion with its earlier mark 2362508 LOVE
WHERE YOU LIVE (the subject of the application for revocation). The applicant
denies the grounds, referring to its request for proof of use and its application for

revocation of the earlier mark.
4. The proceedings were consolidated, with both sides filing evidence. Neither

opted to be heard, but both filed written submissions in lieu of a hearing. Both sides
are professionally represented.
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Relevant dates

5. The relevant dates for the application for revocation are 24 July 2010 to 23 July
2015, with a claim to the effective date of revocation as being 24 July 2015. The
relevant dates for proof of use are 24 October 2010 to 23 October 2015, under
section 6A of the Act. The relevant date for consideration of the section 5(2)(b)
ground is the date of application of 3119186, which is 23 July 2015.

6. The interplay between the claimed revocation date for 2362508 and the date of
application for 3119186 has a bearing on the effect of potential revocation and
whether it will mean that the earlier mark, should it be revoked, can still be relied
upon in the opposition. The short answer is that it can. This is because, even if the
earlier mark is revoked in full, the claimed effective date of revocation was the day
after 3119186 was applied for. This is therefore the earliest date that rights in the
earlier mark would have ceased to exist. Therefore, on the application date for
3119186, 23 July 2015, the earlier mark would still have been in force and revocation
would not have affected its validity as at the application date for 3119186*. | will look
firstly at the revocation application but, for these reasons, it will still be necessary to
look at the proof of use request and the opposition, even if the revocation application

is wholly successful.

Evidence

7. The proprietor is required to demonstrate genuine use in respect of the following

goods and services for which the earlier mark is registered:

Class 20: Furniture; pillows, bolsters, mattresses; beds, sofa beds; mirrors; picture
frames; goods (not included in other classes) of wood, cork, reed, cane, wicker,
horn, bone, ivory, whalebone, shell, amber, mother-of-pearl, meerschaum and

substitutes for all these materials, or of plastics.

! See the decision of Professor Ruth Annand, sitting as the Appointed Person in Tax Assist, BL
0/220/12.
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Class 35: The bringing together, for the benefit of others, of a variety of goods,
enabling customers to conveniently view and purchase those goods in a general
store specialising in household furniture (including home office furniture), appliances,
apparatus, textiles and security.

8. Evidence has been filed by Dominic Appleton, who is the proprietor's Chief
Financial Officer. He states that the proprietor is a holding company within a larger
group of companies trading predominantly in online bathroom and bedroom retail.
The proprietor owns the controlling interest in Victoria Plum Limited (“Victoria™) which
operates the group’s main retail website, victoriaplum.com. The proprietor also owns
the controlling interest in M.F.I. Direct Limited (“MFI”) which, from 30 November 2011
until July 2015 operated another of the group’s websites, at mfi.co.uk. The proprietor
acquired the rights to these businesses from the Walker family, in April 2014, along
with the earlier trade mark registration. Mr Appleton states that the mark is currently
being used by Victoria with the proprietor's consent, and was used prior to its

acquisition by the Walker family’s group of companies.

9. Mr Appleton states that, to the best of his knowledge and belief, the mark was in
use by Victoria, MFI and/or the Walker group for “at least a two month period
between July and August 2013”. Mr Appleton states that there may have been other
instances of use, but in the time available this is the only specific example which the
in-house marketing team at Victoria have managed to locate by searching the
Victoria archives. Mr Appleton refers to the fact that every shipment of goods to a
customer of Victoria’s website during the two month period July to August 2013
included a hard copy flyer, shown in Exhibit DA1. The flyer was sent out by Victoria
with its goods as a form of cross-marketing to promote the MFI website. Mr
Appleton explains that, at this time, the MFI website traded in a wide range of own-
brand household furniture and accessories, including furniture, mattresses, beds,
sofa beds, mirrors, various goods of wood, cork, reed, cane, wicker, horn, bone,
ivory, whalebone, shell, amber, mother-of-pearl, meerschaum and/or substitutes for
all these materials, and/or of plastics, own-brand domestic and home office furniture,

appliances, apparatus (this is not specified), textiles and ‘security’.
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10. Mr Appleton states that the MFI website was an online-only continuation (from
30 November 2011) of the bricks and mortar MFI business (which ceased trading in
December 2008). When the MFI website launched, it received press coverage.
Some examples are shown in pages 14 to 18 of Exhibit DAL1. The registered trade

mark is not featured in the articles.

11. Exhibit DA1 contains twelve illustrative printouts from the MFI website showing
the goods which were available on the website during or around the two month use
period. These are taken from the Internet Archive. They are headed “mfi” and show
a variety of goods, including bedroom furniture, mirrors, mattresses, sofa beds, TV
units and other living room furniture, home office desks and office chairs. The
registered mark does not appear in the printouts. The flyer, shown below, refers
generally to the MFI ‘home collection’, being the sort of goods for which the MFI
brand was previously known before it was an exclusively online retail operation. Mr
Appleton states that it would have been clear, given the reputation of MFI, that the
flyer referred to the goods and services available on the MFI website during the two

month use period.

= OFFICE = BATHROOM

MOST ITEMS
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12. Mr Appleton states that, during the two month period, it is his belief, based on
information given to him by employees of Victoria’'s marketing department, that
around 25,000 individual goods shipments (at a value of £8 million) were sent to
customers throughout the UK with the flyer included in the package. In July 2015,
the proprietor decided to cease operating the MFI website owing to the re-branding
and expansion of Victoria into home furnishings from 21 July 2015. Mr Appleton

states that the trade mark is an important strategic brand:

“Before the Proprietor became aware of any intention on the part of the
Applicant to apply to revoke the Trade Mark on the alleged basis that it has
not been used, Victoria had been actively discussing plans to recommence
use of the Trade Mark with the consent of the Proprietor. These discussions
took place in early 2015 as part of the significant more general rebranding
exercise undertaken by the VPL business [Victoria] which was announced
and took effect on 21 July 2015 along with the expansion of VPL into home

furnishings following months of planning...”.

13. Mr Appleton states that the rebrand and announcement of the expansion into
home furnishings cost more than £100,000, receiving substantial media coverage
(pages 20 to 23 of Exhibit DA1 show three examples of what appear to be online
DlY/trade sites), including a national TV advertising campaign. The registered mark
is not mentioned. According to Mr Appleton, the registered mark was identified
during the rebranding process as a brand which Victoria would like to “reintroduce”
as a marketing device and plans were made to do so. He states that no company
within the proprietor’s group was aware that the applicant might apply to revoke the
trade mark, when the rebranding decisions were taken before July 2015.

14. Mr Appleton states that the proprietor’s solicitors first informed the proprietor of
the potential application on 31 July 2015, after receiving a fax notification from the
applicant’s representatives at 6.05pm on 30 July 2015. The fax referred to an earlier
email (without stating any email address that was used) which was allegedly sent to
the proprietor's solicitors dated 23 July 2015. Mr Appleton states that the
proprietor’s solicitors have informed him that no trace of the 23 July 2015 email has
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been found, and he was, therefore, not told about it. He states that the rebranding
decisions were taken prior to 23 July 2015, and he also refers to the two month use
period in 2013, detailed above, as long pre-dating the applicant’s revocation

application.

15. Mr Appleton states that, on 4 August 2015, following the conclusion of the
rebranding process and the decision to reintroduce the registered mark, Victoria's
website displayed the mark until 16 October 2015 on all its pages. He states that the
range of own branded furniture and accessories offered for sale on the website
included furniture, mirrors and various goods of wood, cork, reed, cane, wicker, horn,
bone, ivory, whalebone, shell, amber, mother-of-pearl, meerschaum and/or
substitutes for all these materials, and/or plastics. lllustrative pages from the website
are included at pages 24 to 37 of Exhibit DA1: Mr Appleton states that these show
the range of own-brand goods available on Victoria’s website at or around 4 August.
Some of the prints are from the Internet Archive and are dated 11 August 2015, 30
August 2015 and 2 October 2015. These relate solely to bathrooms. An example of
one of the website pages is shown here, from 11 August 2015 (split across two

pictures):
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16. The registered mark appears at the bottom of the page, underneath
‘VictoriaPlum.com’. It does not appear anywhere else. The undated prints show

bedroom furniture and mattresses.

17. Mr Appleton states that on or around 16 October 2015, the mark was mistakenly
temporarily removed from Victoria’s website following a technical update. The

mistake was rectified on or around 8 December 2015.

18. Mr Appleton gives advertising and turnover figures for Victoria from 2010
onwards. Although most of these are not relevant because the mark did not appear
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on its website until 4 August 2015, they do show the scale of the online business as
it existed in August 2015. Turnover between March and November 2015 reached
£53 million. The website received 9.5 million visits between March 2015 and the end
of November 2015.

19. Mr Appleton states that the final page of Exhibit DA1 consists of the last page of
Victoria’s 2015/2016 brochure. He states that the brochure went to print on 15
October 2015, and would have been in its design and production phase for some 6
to 8 weeks prior to this date. At the time of Mr Appleton’s witness statement, 17
December 2015, 20,000 copies had been, or would be, printed for distribution to
customers and potential customers in the UK. The final page of the brochure is

shown below:
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Terms and conditions

STANDARD AND NEXT DAY DELIVERY INFORMATION

Small and madium Rams are delivered by a parcel cowrler, whilst laiga arfraglla homs
are deliverad by our specialist 2 parzon delivary sarvice, We recommand that you
check your delivery is plete and i upon arrival. Please
open gach box and check that sverything is 62 ordered and appears in good condltien.
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Mems on your ordar and your dalivery addeess.

Wa daliver to all LK addresses, including Northern Irefand, fsle of Man and the Channel
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Standard delivaries are nomally deliverad within 5 waorking days. Next day dotiveries
apply io the next working day, but we aro unabla 1o daliver on Sundays, Mandays and
Bank Holidays.

Raluctantly, dua to the additianal distance from our distribution contre and sxtra
transportation costs invelved, wa have to charge an additional fes (on top of the
standard dalivery fas) when defivaring to the following areas: Channel lalands, Isla P
of Wight, Islea of Scilly, Iste of Man, Northarn Iraland, Republic of reland, Scottish

Highiands and Islands. |
Piease contact our Customer Care Team on 0344 BO4 48 48 for further datails of visit '
VictorlaPlum.com.

RETURNS AND EXCHANGES

I you're not happy with your purchasa, forany raason, we offer a 30 day no quibtle

refumna policy, Raburn your product to us and we'll refund you,

Aftor 30 days, you can exchange your produc for ansther ana up to 365 days aftor

recalving It." Simply call us on 0344 804 48 45 and we'll arranga for aither a prapaid [
ratums labol to be sent to you, or for a caurisr 1o colloct the ratumed itermis), We'l [
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*Cuoliaction & redalivery faes apply. Planse soe “Charges” section below. Applies fo i I
|

STOMER INFORMATION
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You can contsct us In the following ways: Gall 0344 804 48 43. Use tha Bve chat
function at VictoriaF com. Email us at Lcom, Tweot us at @
etorlaPlumUK. Send us a message via Facebook. Al praducta In this Brochure are
gold subject 10 the tarms and conditions istad on our website at VictoriaPlum.com.

YOUR BATHROOM ORDER

Wian ordoring your preducts, we can confirm H the goods ars In stook and give you
datails of when they'l ba daliverad, Wo strongly advise that you da not conflrm a start
dato with your installer until your goods have bean dallverod and have baen chacked.

FRODUGTS AND PRICING

[Evary care has baen takan to ansura that tha descriptions, spacifications and prices
mre correct at the time of going to pednt. All specifications are approximaie and intendaed
83 a guida anly. Whilst wa maks evary elfort {a raproduse the calours of the products
correctly, slight vadations may oocur during the print and photograghy process,

Al prices shown include VAT at the standard rate and exclude defivery charges. The
jprica information Is carmact at time of going to print. All pricas and spacifications are
subjact lo change without prior notica dua 1a an inadvertant arror or ovents beyond our
control, such as a change In VAT, The duration of this brechuras la up to, and Including,
S1st Decemnbar 2015. Prices may chanpas after that date,

We reserve the right to amend our pdces without pricr notice. Pleasa check Ham price
on VictorlaPlum.com or with the Gustomer Care Team, s the curront price will ba
shown when you place your order.

@2 VISA PayPal’

LOWEST PRICE GUARANTEE
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- M youritoms aren't sultable for the parcel sarvice, wo'll arrange for sur ceurior ssrvice
to collect the preducts from you. Tha charga far this will Be £39,89,
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teating by our own quality contrel team and are only refeased for sale when we'rs

100% salisfied. In fact, wa're so confident In the quality of our bathroom praducts, wa'll
happily guaranten oach and every ona you buy from us,
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194 Order before 2pm for next day delivery
2015-01 Brochure.indn 184 D] 20102015 1321 |

20. The applicant’'s evidence comes from David Lutkin, who is a consultant to the

applicant's professional representatives. Mr Lutkin states that he contacted the

proprietor’s representatives on 23 July 2015, requesting voluntary cancellation of the

registration, or assignment to the applicant. Mr Lutkin states that he indicated that

the application for revocation would be filed if no substantive reply was received by
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close of business on 31 July 2015. No reply was received, and so Mr Lutkin

prepared and filed the application for revocation.

21. Mr Lutkin criticises the proprietor’'s evidence relating to the flyer, noting that the
flyer does not provide MFI's website address. Mr Lutkin therefore doubts its veracity
as having promoted the website, considering it to be a draft. He exhibits, at DBL1, a
print from the MFI website (from the Internet Archive), dated 17 June 2013 which
shows the same bed as depicted on the flyer. Mr Lutkin points out that the print
shows the use of the MFI brand, but without the registered mark.

22. The proprietor's reply evidence includes its response to the applicant’s
challenge to the probity of the flyer. Mr Appleton states, in his second witness
statement, that the information he gave in his first statement about the flyer was
given to him by Chris Johnson, Head of Design at Victoria. Mr Johnson has also
provided a witness statement to confirm that information. Mr Appleton states that the
details he gave were not at all fabricated. He also states that Victoria’s accounts
show that 27,799 separate shipments were dispatched during the two month use

period in 2013, and these included the flyer.

23. Mr Johnson states that:

e As Head of Design, he worked within Victoria's in-house marketing team
during the Spring and Summer of 2013 and was directly responsible for the
design and marketing of the flyer.

e Initial design concepts and drafts were deleted, as is standard practice, to
save space on Victoria’s server.

e The electronically time-stamped artwork file showing the date the artwork was
finalised has been lost due to an encryption attack on Victoria’'s servers.

e The flyer exhibited to Mr Appleton’s first statement consisted of the first page
of the final version of the flyer which was sent to customers in hard copy
between July and August 2013. It was not a draft. The flyer is, in fact a two-
page document, but Mr Appleton only produced the first page in his exhibit.
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The entire flyer (Exhibit CJ1) is shown here, showing the MFI website

address:

bed
QREEE
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e The Managing Director of Victoria, Ged Lees, instructed Victoria's warehouse

team to send the flyer out with every single order.

Revocation decision

24. Section 46 of the Act states:

“(1) The registration of a trade mark may be revoked on any of the following

grounds—

(a) that within the period of five years following the date of completion
of the registration procedure it has not been put to genuine use in the
United Kingdom, by the proprietor or with his consent, in relation to the
goods or services for which it is registered, and there are no proper

reasons for non-use;

(b) that such use has been suspended for an uninterrupted period of

five years, and there are no proper reasons for non-use;

(c) that, in consequence of acts or inactivity of the proprietor, it has
become the common name in the trade for a product or service for

which it is registered,;

(d) that in consequence of the use made of it by the proprietor or with
his consent in relation to the goods or services for which it is
registered, it is liable to mislead the public, particularly as to the nature,

quality or geographical origin of those goods or services.

(2) For the purposes of subsection (1) use of a trade mark includes use in a
form differing in elements which do not alter the distinctive character of the
mark in the form in which it was registered, and use in the United Kingdom
includes affixing the trade mark to goods or to the packaging of goods in the
United Kingdom solely for export purposes.
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(3) The registration of a trade mark shall not be revoked on the ground
mentioned in subsection (1)(a) or (b) if such use as is referred to in that
paragraph is commenced or resumed after the expiry of the five year period

and before the application for revocation is made.

Provided that, any such commencement or resumption of use after the expiry
of the five year period but within the period of three months before the making
of the application shall be disregarded unless preparations for the
commencement or resumption began before the proprietor became aware

that the application might be made.

(4) An application for revocation may be made by any person, and may be
made either to the registrar or to the court, except that——

(a) if proceedings concerning the trade mark in question are pending in

the court, the application must be made to the court; and

(b) if in any other case the application is made to the registrar, he may

at any stage of the proceedings refer the application to the court.
(5) Where grounds for revocation exist in respect of only some of the goods or
services for which the trade mark is registered, revocation shall relate to those

goods or services only.

(6) Where the registration of a trade mark is revoked to any extent, the rights
of the proprietor shall be deemed to have ceased to that extent as from——

(a) the date of the application for revocation, or

(b) if the registrar or court is satisfied that the grounds for revocation

existed at an earlier date, that date.”
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25. In The London Taxi Corporation Limited v Frazer-Nash Research Limited &
Anor, [2016] EWHC 52, Arnold J. summarised the case law on genuine use of trade

marks:

“217. In Stichting BDO v BDO Unibank Inc [2013] EWHC 418 (Ch), [2013]
FSR 35 | set out at [51] a helpful summary by Anna Carboni sitting as the
Appointed Person in SANT AMBROEUS Trade Mark [2010] RPC 28 at [42] of
the jurisprudence of the CJEU in Case C-40/01 Ansul BV v Ajax
Brandbeveiliging BV [2003] ECR 1-2439, Case C-259/02 La Mer Technology
Inc v Laboratories Goemar SA [2004] ECR 1-1159 and Case C-495/07
Silberquelle GmbH v Maselli-Strickmode GmbH [2009] ECR 1-2759 (to which |
added references to Case C-416/04 P Sunrider Corp v Office for
Harmonisation in the Internal Market (Trade Marks and Designs) [2006] ECR
1-4237). | also referred at [52] to the judgment of the CJEU in Case C-149/11
Leno Merken BV v Hagelkruis Beheer BV [EU:C:2012:816], [2013] ETMR 16
on the question of the territorial extent of the use. Since then the CJEU has
issued a reasoned Order in Case C-141/13 P Reber Holding & Co KG v Office
for Harmonisation in the Internal Market (Trade Marks and Designs)
[EU:C:2014:2089] and that Order has been persuasively analysed by
Professor Ruth Annand sitting as the Appointed Person in SdS InvestCorp AG
v Memory Opticians Ltd (0/528/15).

[218] ...

219. | would now summarise the principles for the assessment of whether
there has been genuine use of a trade mark established by the case law of
the Court of Justice, which also includes Case C-442/07 Verein Radetsky-
Order v Bundervsvereinigung Kamaradschaft 'Feldmarschall Radetsky' [2008]
ECR 1-9223 and Case C-609/11 Centrotherm Systemtechnik GmbH v
Centrotherm Clean Solutions GmbH & Co KG [EU:C:2013:592], [2014] ETMR

7, as follows:

Page 17 of 26



(1) Genuine use means actual use of the trade mark by the proprietor or by a

third party with authority to use the mark: Ansul at [35] and [37].

(2) The use must be more than merely token, that is to say, serving solely to
preserve the rights conferred by the registration of the mark: Ansul at [36];
Sunrider at [70]; Verein at [13]; Centrotherm at [71]; Leno at [29].

(3) The use must be consistent with the essential function of a trade mark,
which is to guarantee the identity of the origin of the goods or services to the
consumer or end user by enabling him to distinguish the goods or services
from others which have another origin: Ansul at [36]; Sunrider at [70]; Verein
at [13]; Silberquelle at [17]; Centrotherm at [71]; Leno at [29].

(4) Use of the mark must relate to goods or services which are already
marketed or which are about to be marketed and for which preparations to
secure customers are under way, particularly in the form of advertising
campaigns: Ansul at [37]. Internal use by the proprietor does not suffice:
Ansul at [37]; Verein at [14]. Nor does the distribution of promotional items as
a reward for the purchase of other goods and to encourage the sale of the
latter: Silberquelle at [20]-[21]. But use by a non-profit making association can

constitute genuine use: Verein at [16]-[23].

(5) The use must be by way of real commercial exploitation of the mark on the
market for the relevant goods or services, that is to say, use in accordance
with the commercial raison d'étre of the mark, which is to create or preserve
an outlet for the goods or services that bear the mark: Ansul at [37]-[38];
Verein at [14]; Silberquelle at [18]; Centrotherm at [71].

(6) All the relevant facts and circumstances must be taken into account in
determining whether there is real commercial exploitation of the mark,
including: (a) whether such use is viewed as warranted in the economic sector
concerned to maintain or create a share in the market for the goods and
services in question; (b) the nature of the goods or services; (c) the
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characteristics of the market concerned; (d) the scale and frequency of use of
the mark; (e) whether the mark is used for the purpose of marketing all the
goods and services covered by the mark or just some of them; (f) the
evidence that the proprietor is able to provide; and (g) the territorial extent of
the use: Ansul at [38] and [39]; La Mer at [22]-[23]; Sunrider at [70]-[71], [76];
Centrotherm at [72]-[76]; Reber at [29], [32]-[34]; Leno at [29]-[30], [56].

(7) Use of the mark need not always be quantitatively significant for it to be
deemed genuine. Even minimal use may qualify as genuine use if it is
deemed to be justified in the economic sector concerned for the purpose of
creating or preserving market share for the relevant goods or services. For
example, use of the mark by a single client which imports the relevant goods
can be sufficient to demonstrate that such use is genuine, if it appears that the
import operation has a genuine commercial justification for the proprietor.
Thus there is no de minimis rule: Ansul at [39]; La Mer at [21], [24] and [25];
Sunrider at [72]; Leno at [55].

(8) It is not the case that every proven commercial use of the mark may
automatically be deemed to constitute genuine use: Reber at [32].”
26. The onus is on the proprietor to show use because Section 100 of the Act

states:

“If in any civil proceedings under this Act a question arises as to the use to
which a registered trade mark has been put, it is for the proprietor to show
what use has been made of it.”

27. The relevant period for proving genuine use is 24 July 2010 to 23 July 2015.

28. In Plymouth Life Centre, O/236/13 Mr Daniel Alexander QC, sitting as the

appointed person, observed that:
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“20. Providing evidence of use is not unduly difficult. If an undertaking is
sitting on a registered trade mark, it is good practice in any event from time to

time to review the material that it has to prove use of it.

The burden lies on the registered proprietor to prove use.......... However, it is
not strictly necessary to exhibit any particular kind of documentation, but if it is
likely that such material would exist and little or none is provided, a tribunal
will be justified in rejecting the evidence as insufficiently solid. That is all the
more so since the nature and extent of use is likely to be particularly well
known to the proprietor itself. A tribunal is entitled to be sceptical of a case of
use if, notwithstanding the ease with which it could have been convincingly
demonstrated, the material actually provided is inconclusive. By the time the
tribunal (which in many cases will be the Hearing Officer in the first instance)
comes to take its final decision, the evidence must be sufficiently solid and
specific to enable the evaluation of the scope of protection to which the
proprietor is legitimately entitled to be properly and fairly undertaken, having
regard to the interests of the proprietor, the opponent and, it should be said,

the public.”

29. In Dosenbach-Ochsner Ag Schuhe Und Sport v Continental Shelf 128 Ltd, Case
BL 0/404/13, Mr Geoffrey Hobbs Q.C. as the Appointed Person stated that:

“21. The assessment of a witness statement for probative value necessarily
focuses upon its sufficiency for the purpose of satisfying the decision taker
with regard to whatever it is that falls to be determined, on the balance of
probabilities, in the particular context of the case at hand. As Mann J.
observed in Matsushita Electric Industrial Co. v. Comptroller- General of
Patents [2008] EWHC 2071 (Pat); [2008] R.P.C. 35:

[24] As | have said, the act of being satisfied is a matter of judgment.
Forming a judgment requires the weighing of evidence and other
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factors. The evidence required in any particular case where satisfaction
is required depends on the nature of the inquiry and the nature and
purpose of the decision which is to be made. For example, where a
tribunal has to be satisfied as to the age of a person, it may sometimes
be sufficient for that person to assert in a form or otherwise what his or
her age is, or what their date of birth is; in others, more formal proof in
the form of, for example, a birth certificate will be required. It all
depends who is asking the question, why they are asking the question,
and what is going to be done with the answer when it is given. There
can be no universal rule as to what level of evidence has to be
provided in order to satisfy a decision-making body about that of which

that body has to be satisfied.

22. When it comes to proof of use for the purpose of determining the extent (if
any) to which the protection conferred by registration of a trade mark can
legitimately be maintained, the decision taker must form a view as to what the
evidence does and just as importantly what it does not ‘show’ (per Section
100 of the Act) with regard to the actuality of use in relation to goods or
services covered by the registration. The evidence in question can properly be
assessed for sufficiency (or the lack of it) by reference to the specificity (or

lack of it) with which it addresses the actuality of use.”

30. Genuine use can include a launch phase (MFE Marienfelde v OHIM —
Vétoquinol (HIPOVITON) Case T-334/01, General Court) and goods which have not
yet been sold, but the marketing of which has already happened or is imminent and
for which preparations to secure customers are underway, particularly in the form of

advertising campaigns.

31. The evidence which the proprietor has provided essentially comes down to:

() the flyer, sent out in about 27,799 packages to customers in July and
August 2013; and
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(i) preparations during 2015 for resumption of use of the mark.

Mr Appleton states that this is all the use which the proprietor has been able to

provide in the time allowed. This is not a great deal of evidence.

32. There is no continuous use of the mark over the course of the relevant period.
The circumstances of the case include the fact that the proprietor’'s companies were
undergoing a time of change, including the acquisition of the companies from the
Walker family, and the re-emergence and subsequent ceasing of trading under the

MFI name.

33. The flyer was sent out in 27,799 packages during the two month period July and
to August 2013. There is no explanation as to what happened after this time until
2015, when the proprietor's company, Victoria, shows a renewed interest in using
the mark. Use had, therefore, presumably ceased at some point. It is irrelevant how
many visits were made to the MFI website because there is no evidence that the
mark was displayed on the MFI website; in fact, the applicant has provided evidence
that it was not, which has not been countered by the proprietor. The mark only
appears on the flyer, as a sub-brand of MFI, sent out with packages under the
Victoria Plumb mark. At best, given no evidence of sales in relation to the mark,
these marketing efforts could be viewed as the creation of an outlet for goods and

services in relation to which the mark is used.

34. The applicant criticises the probity of the flyer. | consider that the proprietor has
satisfactorily answered the challenge in its evidence in reply. However, it is not the
case that every proven commercial use of a mark may automatically be deemed to
constitute genuine use (Reber). In my view, the ‘flyer use’ of the mark, as a sub-
brand beneath “MFI”, did not qualify as real commercial use for the purposes of
creating an outlet for goods and services in relation to which the mark is registered
for two reasons: a) the flyer was used very briefly and b) any customers who
followed up the flyer by visiting the MFI website would not then have encountered
the registered mark on the website. These two factors combined mean that the use

is inconsistent with the essential function of a trade mark, whereby the mark enables
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the consumer to distinguish the goods and services from those of another origin.
The flyer was not used consistently over time and did not form a frequent part of the
proprietor’s (and its predecessor’s) marketing. A speculative flyer sent with goods is
a relatively weak method of bringing a trade mark to the attention to consumers (who
have bought the goods from a different outlet). All these factors point to the flyer as

not showing genuine use of the registered mark.

35. There is little supporting evidence about the proprietor’s/Victoria’s plans in
2015 to reintroduce the trade mark. What there is consists of the pages from
Victoria’'s website, which is dated after the relevant period and also after the section
46(3) period. Section 46(3) relates to “..use as is referred to in [section 46(1)(b)]”
which, in itself, is a reference to genuine use; it follows, therefore, that the use that is
commenced in the period section 46(3) period must qualify as genuine use. The
mark is featured right at the bottom of the webpages, underneath VictoriaPlum.com,
and the final page of the draft brochure, where it appears at the bottom of the small
print, underneath the website name. The positioning of the mark on both the website
and on the final page of the brochure, underneath the small print, again raises the
guestion of how visible the mark would have been to the consumer. For instance,
the top of the website pages show “Victoria.Plum.com”, but the registered mark does
not appear underneath. There are no other pages of the draft brochure shown, such
as the front page, where one would expect to see trade marks. The only way that a
consumer would encounter the mark is if, for some reason, they scrolled to the very
bottom of the web page, underneath the Facebook, Twitter, Google, Pinterest and
YouTube icons, or if they read the small print in the brochure. The mark, as it
appears in this evidence, is proportionately quite small. Again, the evidence does
not strike me as showing real commercial use for the purposes of creating an outlet

for goods and services in relation to which the mark is registered.

36. | find that the mark was not put to genuine use during the relevant period and
that the proprietor cannot avail itself of the proviso to section 46(3) of the Act.
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Revocation outcome

37. The outcome is that registration number 2362508 is revoked from 24 July 2015.

The opposition

38. Section 6A of the Act provides:
“(1) This section applies where—
(@) an application for registration of a trade mark has been published,

(b) there is an earlier trade mark in relation to which the conditions set
out in section 5(1), (2) or (3) obtain, and

(c) the registration procedure for the earlier trade mark was completed
before the start of the period of five years ending with the date of

publication.

(2) In opposition proceedings, the registrar shall not refuse to register the
trade mark by reason of the earlier trade mark unless the use conditions are

met.
(3) The use conditions are met if—

(&) within the period of five years ending with the date of publication of
the application the earlier trade mark has been put to genuine use in the
United Kingdom by the proprietor or with his consent in relation to the

goods or services for which it is registered, or

(b) the earlier trade mark has not been so used, but there are proper

reasons for non-use.
(4) For these purposes—

(@) use of a trade mark includes use in a form differing in elements
which do not alter the distinctive character of the mark in the form in which
it was registered, and
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(b) use in the United Kingdom includes affixing the trade mark to goods
or to the packaging of goods in the United Kingdom solely for export

purposes.

(5) Inrelation to a Community trade mark, any reference in subsection (3)
or (4) to the United Kingdom shall be construed as a reference to the

European Community.

(6) Where an earlier trade mark satisfies the use conditions in respect of
some only of the goods or services for which it is registered, it shall be
treated for the purposes of this section as if it were registered only in respect

of those goods or services.
(7)  Nothing in this section affects—

(@) the refusal of registration on the grounds mentioned in section 3
(absolute grounds for refusal) or section 5(4)(relative grounds of refusal
on the basis of an earlier right), or

(b) the making of an application for a declaration of invalidity under section

47(2) (application on relative grounds where no consent to registration).”

39. The proof of use dates differ in that the relevant period is 24 October 2010 to 23
October 2015. In my decision on the application for revocation, | considered the
proprietor’s evidence after the relevant dates. This evidence fell within the period for
proof of use in the opposition. My findings also apply here; there was no genuine
use of the mark within the relevant period. The proprietor may not, therefore, rely
upon its mark as an earlier mark for the purposes of its opposition.

Overall outcome

40. Registration number 2362508 is revoked from 24 July 2015. The opposition

fails. Subject to appeal, the application may proceed to registration.
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Costs

41. The applicant has been successful. Bearing in mind the consolidation, which
would have reduced costs?, | order Varnish Bidco Limited to pay GT Global
Trademarks AG the sum of £1700 which, in the absence of an appeal, should be
paid within fourteen days of the expiry of the appeal period. This sum is calculated

as follows:

Official fee for form TM26(N) £200

Filing the revocation application and

considering the counterstatement £300

Considering the opposition and filing

a counterstatement £200
Filing and considering evidence £700
Filing written submissions £300
Total £1700

Dated this 16th day of November 2016

Judi Pike
For the Registrar,
the Comptroller-General

2 As per the scale set out in Tribunal Practice Notice 4/2007.
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